Doc Code: AP.PRE.REQ 



PTO/SB/33 (09-08) 
Approved for use through 10/31/2008. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
io persons are required to respond to a collection of information unless it displays a valid OMB control number. 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Docket Number (Optional) 
A-9764 



I hereby certify that this correspondence is being deposited with the 
United States Postal Service with sufficient postage as first class mail 
in an envelope addressed to "Mail Stop AF, Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313-1450" [37 CFR 1.8(a)] 


Application Number 
10/783,235 


Filed 

02/20/2004 


nn 


First Named Inventor 






Sinnature 


Dean F. Jerding 








Art Unit 


Examiner 


Typed or printed 

name 


2623 


Peng, Fred H. 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 



I am the 

/ITS/ 

Signature 

Randy R. Schoen 

Typed or printed name 

| | attorney or agent of record. (770)933-9500 

Registration number . 

Telephone number 

| ✓ | attorney or agent acting under 37 CFR 1 .34. 2 Jan 09 

Registration number if acting under 37 CFR 1 .34 64,440 Dgte 



| | applicant/inventor. 

j I assignee of record of the entire interest. 

1 1 See 37 CFR 3.71 . Statement under 37 CFR 3.73(b) is enclosed. 

(Form PTO/SB/96) 



NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. 
Submit multiple forms if more than one signature is required, see below*. 



0 



is required by 35 U.S.C. 132. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO 
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11, 1.14 and 41.6. This collection is estimated to take 12 minutes to 
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any 
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, 
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Mail Stop AF, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 



Privacy Act Statement 



The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection 
with your submission of the attached form related to a patent application or patent. Accordingly, 
pursuant to the requirements of the Act, please be advised that: (1 ) the general authority for the 
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; 
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark 
Office is to process and/or examine your submission related to a patent application or patent. If you do 
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to 
process and/or examine your submission, which may result in termination of proceedings or 
abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1 . The information on this form will be treated confidentially to the extent allowed under the 
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from 
this system of records may be disclosed to the Department of Justice to determine whether 
disclosure of these records is required by the Freedom of Information Act. 

2. A record from this system of records may be disclosed, as a routine use, in the course of 
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to 
opposing counsel in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of 
Congress submitting a request involving an individual, to whom the record pertains, when the 
individual has requested assistance from the Member with respect to the subject matter of the 
record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the 
Agency having need for the information in order to perform a contract. Recipients of 
information shall be required to comply with the requirements of the Privacy Act of 1974, as 
amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in 
this system of records may be disclosed, as a routine use, to the International Bureau of the 
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal 
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to 
the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, 
General Services, or his/her designee, during an inspection of records conducted by GSA as 
part of that agency's responsibility to recommend improvements in records management 
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall 
be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not 
be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after 
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent 
pursuant to 35 U.S.C. 151 . Further, a record may be disclosed, subject to the limitations of 37 
CFR 1 .14, as a routine use, to the public if the record was filed in an application which 
became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspection or an 
issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, 
or local law enforcement agency, if the USPTO becomes aware of a violation or potential 
violation of law or regulation. 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: Confirmation No.: 7398 

Jerding ef a/. Group Art Unit: 2623 

Serial No.: 10/783,235 Examiner: Peng, Fred H 

Filed: February 20, 2004 Docket No.: A-9764 



For: CHANNEL CONTROL SYSTEM FOR EXITING FROM AN INTERACTIVE 
PROGRAM GUIDE 



REMARKS IN SUPPORT OF 
PRE-APPEAL BRIEF CONFERENCE 



Mail Stop Appeal Brief 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 

Applicants submit the following remarks in support of a Request for a Pre-Appeal Brief 
Conference. 
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REMARKS 

Claims 1-8 are currently pending and subject to a final rejection based on the final Office 
Action dated October 2, 2008. For purposes of the pre-appeal brief conference, Applicants 
respectfully submit that there exists clear cases of error and the omission of essential elements 
in this rejection, supported by the evidence in the record. Although Applicants believe errors in 
the rejection are evident for all claims, for purposes of conciseness in the pre-appeal brief 
conference, Applicants address the errors in the 102(e) rejection using a representative sample 
of the claims, and in particular, independent claim 1. 



I. Rejection of Independent Claims Under 35 U.S.C. § 102(e) 

Claim 1 recites (with emphasis added): 

1 . A method for providing video content via a television, comprising the steps of: 

providing a user with a menu that includes a plurality of options 
corresponding to respective control settings for controlling functionality of a 
channel navigation key, wherein the menu is displayed via the television; 

receiving a first user input corresponding to one of the plurality of 
options that is configured to terminate provision of an interactive program 
guide (IPG) having a plurality of television program listings; 
providing the IPG; 

receiving a second user input corresponding to the channel navigation 
key; and 

responsive to receiving the second user input and responsive to having 
previously received the first user input: 

terminating providing of the IPG; and 
providing a video presentation. 



The final Office Action alleges on page 2 that "the Applicant's emphasized features of 'one 
of the plurality of options that is configured to terminate provision of an interactive program 
guide (IPG)' can be interpreted as 'options to terminate a specific function or feature within the IPG 
instead of terminating the IPG itself; hence the teaching of Alexander with option to unlock the lock 
function of video display in the IPG reads into the Applicant's claimed features." Applicants 
respectfully disagree, and believe this interpretation to be an error in fact. Specifically, Applicants 
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submit that terminating a function or feature of an IPG is not the same as "terminatpng] provision 

of an interactive program guide (IPG)" as recited in claim 1. Nor does claim 1 include the 

limitation of terminating a function or feature of an IPG. As such, there is a clear error in fact 

regarding the claim interpretation of the final Office Action. 

Furthermore, the final Office Action alleges on page 3 that the above-emphasized features 

correspond to the select unlock button, and in particular alleges that the "select unlock button 

terminates lock state and entering unlock state." Applicants respectfully disagree. The unlock 

button, for instance as shown in FIG. 4B, does not provide any functionality that enables 

termination of an IPG. Indeed, Alexander discloses the functionality presented by the unlock and 

lock button in column 4, lines 5-12 as follows: 

If the viewer selects the "lock" status, the last channel to which the tuner was set 
in the PIP Window continues to be displayed regardless of the actions exercised 
by the viewer. In the unlocked status, the channel highlighted by cursor 36 in 
Grid Guide 22 is displayed if the Grid Guide is displaying currently telecast 
programs and the last currently telecast channel that was highlighted is displayed 
if the Grid Guide is displaying future programs. 

As is evident from the above-cited section of Alexander, the alleged equivalent to the claimed 

"options" has nothing to do with the termination of the IPG, and accordingly, fails to support an 

allegation of anticipation. Accordingly, for at least the reasons presented above, Applicants 

respectfully request that the rejection of claim 1 be withdrawn. 
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CONCLUSION 



For at least the reasons set forth above, favorable reconsideration and allowance, or the 
re-opening of prosecution on the merits of the present application and all pending claims are 
hereby courteously requested. 



Thomas, Kayden, Horstemeyer 
& Risley, L.L.P. 

600 Galleria Parkway, NW 
Suite 1500 

Atlanta, Georgia 30339-5948 
Tel: (770)933-9500 
Fax: (770) 951-0933 



Respectfully submitted, 
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